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REMARKS 

Claims 1-4 are pending in the application. 

Ejections under 3g u.s.g § mzfa) 

U S P^Tm 1 1 ^ Und6r 35 U S C - § 1 ° 3(a > as bei "9 O^ous over 

U.S. Patent No. 5.243,012 to WioKs et al. (hereinafter "Wicks'), 5.236 741 to 

Zw.eneretal. (hereinafter Zwiener'741») or5 126 170tn 7 

Zwiener W). 5.126,170 to Zw.ener et al. (hereinafter 

The present invention is directed to an aspartate of the formula: 



HO — i 
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CH— CH 2 — N- 
I 

HO— CH— CH 

Rs- R s J 
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■C— COORa 
H — C — COOR 4 



where 



X represent, an m-vafent organic residue fcy ^ 

(cyciOarrphatrcariy bound amino groups and a number ave rag e 
molecuiar weigh, of 60 to 6000, and which may contain further 
funcbonai gnoups that either are reactive with isooyanate groups orare 
mert to rsocyanate groups at temperatures of up l0 10(w; 

Ri and R 2 may be identical or different and represent hydrogen or organic 
= oh are inert towards isocyanate groups a, a tempelre of 
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R 3 and R, may be identical or different and represent organic groups which 
are inert towards isocyanate groups at a temperature of 100°C or less, 



R 5 represents hydrogen or together with R,and the carbon atoms to 

which they are connected forms a six-membered cycloalky. group with 
said cycloalky) group being substituted with from 0 to 3 alkyl groups 
having from 1 to 3 carbon atoms, 

R 5 - represents a moiety selected from the group consisting of 

i) C, to C 6 alkyl groups which may be interrupted with an oxygen atom 
1) C 8 to C „ aryl groups, which may be substituted with up to three alkyl 
groups having from 1 to 3 carbon atoms and Mi) C 6 to C 12 cycloalky! 
groups, which may be substituted with up to three alky, groups having 
from 1 to 3 carbon atoms, 

Ra represents hydrogen or together with R.and the carbon atoms to 

wh,ch they are connected forms a six-membered cycloalky! group with 
sa,d cycloalky. group De ing substituted with from 0 to 3 alkyl groups 
havmg from 1 to 3 carbon atoms, 

*r represents a moiety seated from the group consisting of 

0 C, to C 8 alkyl groups which may be interrupted with an oxygen atom 
'■) C 6 to Co aryl groups, which may be substituted with up to three alky, 
groups having from 1 to 3 carbon atoms and iii) C 6 to C 12 cycloaikyl 
groups, which may be substituted with up to three alky, groups having 
from 1 to 3 carbon atoms, 

«jh the proviso «n at R, and Rj are „ same an(j ^ ^ ^ ^ ^ ^ 

Z d 2 lT esem ' nte9ere of ,rom 1 ,o * ~ mat - — - - * is 
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Wicks 

Wicks discloses a coating composition for the preparation of a polyuria 
coating which contains a) a polyisocyanate component, b) at least one compound 
corresponding to the Formula I 



x- 



R3 

i 

C-COORj 



H-C-COOR2 



R4 



J. 



(I) 



where X represents an organic group which has a valency of n and is inert towands 
■socyanate groups a. a temperature of 100-C or lass. R 1 and R> ma y be identical or 
dtferen, and represent organic groups which ara inart towams isocyanata groups at 
a temperature of ,00'C or iass. « and R* may ba Ktentica, or ditto™, and replant 
hydrogen or organic groups which are inert towards isocyanata groups at a 
temperature of 1 OO'C or iess and n represents an integer w«h a vaiue o, a, teas. 2 
and c 0.001 to 5 weigh, percent, based on the weigh, o, components a, and b, of a 
rn(,v, compound which is a catelys, for ma reaction between isocyanata groups and 
hydroxyl groups. 

The Examiner, in response ,o Applicant previous response, states that the 
aspartate o, the claimed formula must ba considered inherent in the prior art with the 
c.a,med deflniuon, of each vacation, Appiicants ^ues. reconsideration 

As ,„„ r'"" 3PPearS *° ^ ,ake " ' he in Wcks ° ut * ~ 

As indicated above. Wicks clearly requires that X represents an organic group which 

inert towards isocyanata groups, Forthe Examiner to interpret WicKs I a way 

(Fed ar P ZuT, 2W Sta ' eS (Ci " n9 947 R2d 488 ' 20 USP <^ "30 
(Fed. dr. , 9 9 , ,, ,ha, ,n onder to establish a phma facia case o, obviousness three 

WW* mUS ' me '- ** »~ ~- <» — ™°n or mocvatlon, either 
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in the references themselves or in the knowiedge generally available to one of 
ordinary ski., in the art, to modify the reference or to combine reference teachings 
Second, there must be a reasonab.e expectation of success. Finally, the prior art ' 
reference (or references when combined) must teach or suggest all the claim 
l.m,tat,ons. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art and not based 
on applicant's disclosure. 

The Examiner has not provided any suggestion or motivation as to why one 
skilled „ the art would disregard a basic premise in Wicks. I.e.. tha. X represents an 
orgemc group which is inert towards isocyanate groups. Also, the Examiner has not 
provded any reasonable expectation of success for modifying Wicks as he 
proposes. Thus, Wicks does not teach or suggest the Calm limitation tha, X contain 
am,no groups, i.e.. groups that are reactive (not Inert) towards Isocyanate groups 

The Examiner indicates that Wicks discloses including polyether polyols 
However, there is no disclosure in Wicks refuting .he basic premise that X 
represents an organic group which Is Inert towards Isocyanate groups, which 
teaches away from the present invention. 

In Wicks, the group -X is Inert towards iaocyanate groups The 
corresponding group in the presently Caimed aspartate Is -X[N-(CH 2 CH,OH U As 
one skilled In me art win readiiy recognfce. the hydmxy, groups in the present 
cla,med stractere will readlly react wBh lsocyanata groups ^ ^ 

da,med aspartate does no. contain a group X ma. la inert towels Isocyanate 
groups as required in Wicks. 

Obvlouslesf at9d *"* "* **** ^ * ' ** «- - 

For ail of the reasons stated above, me rejection of Calms 1-4 under 35 
U.S.C. § 103(a) over Wicks should be withdrawn. 

Zwlenar 741 and 17n 

Zwiener 741 and -,70 bom disclose a process for praparing a poiyurethane 
coabngby coating a substrate w*h a coating composition containing a, a 

- 5 - 
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POlyisocyanata component and b) an fsocyanate-reactive component containing at 
least one compound corresponding to Formula I 



X-f-NH-fp-COOR 

H-p-COOR 2 
R 4 



n 



where X repents an organic group which has a vatency o, n and is inert toward, 
isocyanate groups a, a temperature of 100-C or ,ess, R< and R* may be idemica, or 
Afferent and represent organic graups which are inert towards Isocyanate graups a, 
a temperature of 100'C or less R s and R«m»„ k •.. 

h „„„ ' K and R te 'denocal or different and represent 

hydrogen or organic groupa which are inert towards isocyanate groups a. a 
temperature of 100-C or iess end n represents an integer with a vaiue of at teas, 2 
end cunng the coating composition at a temperature of X or less 

esoartl^T" reSP °" 5e '° APP,iCanlS PreViOUS H** 0 ™- <** *e 

claC el, 7 T formU ' a mUS " b6 "~» W — * - «* - 
cla,med dennibons of each venation • Appiicants request reconsideration 

Th *&<an*erap P eera to have teken tee disclosure In Zwiene, 741 and '170 
ou, ofcontext. As indicated ahove. Zwiene, 741 and 170 ctearty reguire ,ha,X 
represents an organic group which is inert towards isocyenate gmups. For the 
Examiner to interpret Zwiener 741 end -1 70 in a way mat is contrary to M 
statement clearly is no, consistent wKh the disclosure in Zwiener 741 and ',70 

MPEP « **M<D ste.es (citing inj^^, 947 F.2d 488, 20 US PQ2d 1438 
Fed. Or. ,»,„ , hat , n oraerto eslab , |sh . prima facje ^ of obv , ousn ^ 2d « 8 

,n7e T mUSt *" ^ ** ^ bB — « 

s k „, ,n ,he art. ,o modi* ,he reterence or ,o comhine reference teachings 
Second, .here mus, be a reasonable expected ofsuccess. Finally , he 
reference ( or references when cabined, mus, teach or suggest a, ,h cZ 
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limitations. The teaching or suggestion to make the Calmed combination and the 
reasonable expectation of success must bom be found in toe pnor art and not baaed 
on applicant's discfosure. 

SKiiled IT* E T'^ ' !"" "° M " SU99eS "° n " ""*•*» as to «* °ne 
sK„,ed ,n the art would dlsregan, a basic premise ,„ Zwiener 74, and •, 70. , e ,ha, 

^ZZT a " r 9an '° 9mUP fe ' nSrt " iS °~ ^ 
Examrner has no, provided any reasonable expectation of success for modifying 

Zw,ener 741 and -170 as he pmpo.es. Thus. Zwiener -741 and ,70 do not, each or 
«W~ toe ctalm iimKafion that X contain amino groups, i.e.. groups ,ha, are 
reacuve (not inert) towaras Isocyanate groups. 

„„, .J" 6 ?""*"' indi0a,SS ' hat 741 and ' 17 ° *<*>•• Coding 

poiyether poiyols. However, toere Is no disclosure in Zwiener 74, or -,70 Li„ 9 

the bas,c premie toa, X represents an organic group wh te h is inert towards 

.socyanate groups, which teaches away from the present invention 

The J" an<< ' 17 °' 8TOUP " X " ,n6rt t0Wa * s groups 

The correspondmg group in toe presentiy Calmed aspartate is -X[N-(CH CH OH , 

As one sKilied in the art wilt readily recognize, the hydroxy, g roup l to toe pZ^ 

cla,med structure „,„ r eadi,y react wito isocyanate groups. Thus, toe presently 

roTs "~ d ° eS ^ C ° n,ain 3 ^ X is ^ *** Senate 
groups as required in Zwiener 741 or '170. 

towards^'' T"" b0,h0fZWlensr ™ — 1™ regulrea sbuctore inert 
towaros .socyanate groups and toa present invenbon Cairns a structure toa, is 
eacve mh ^ ^ ^ ^ ^ ^ ^ a ,s 

invenbon and canno, render Claims 1-4 obvious 

8b0V8 ' ^ ^ 10 8 ** oase of 

U-S.C. § ,03(a) overZw»ner 741 and '170 should be withdrawn. 
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CONCLUSION! 

Applicants request reconsideration of the rejections and submit that the 
present application is in condition for allowance. 

For all of the reasons indicated above, reconsideration of the rejections and a 
Notice of Allowance are respectfully requested for Claims 1-4. If the Examiner is of 
the op.nion that the present application is in condition for other than al.owance, he is 
requested to contact the Applicants" agent at the telephone number given below so 
that additional changes to the claims may be discussed. 

Respectfully submitted, 



/ Jqs^Cih C. Gil 



^Attorney for Applicants 
Reg. No. 26,602 

Bayer MaterialScience LLC 
100 Bayer Road 



Pittsburgh, Pennsylvania 15205-9741 
PHONE: (412)777-3813 
FACSIMILE PHONE NUMBER* 

(412) 777-3902 
s:\shared\kgb\gm197am 
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